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IN THE UNITED STATESPATENT AND TRADEMARK OFFICEBEFORETHE
TRADEMARK TRIAL AND APPEAL BOARD

In re RegistrationNo. 3,064,820
Mark: NETTRAK
Registered: March7, 2006

NeTrack,Inc.,

Petitioner,

V.

InternetFX, Inc.,

Registrant.

) CancellationNo. 92047013

)
)
) REGISTRANT’SMOTION TO STRIKE

) PETITIONER’SNOTICE OF RELIANCE

) FILED OCTOBER14, 2008AND

) EXHIBITS THERETO(ESTTA NO.

) 242652)

)
)

Commissionerfor Trademarks
P.O. Box 1451
Alexandria,Virginia 22313-1451

INTRODUCTION

In accordancewith Rule2.122 of the TrademarkRules of Practiceand TrademarkTrial

and Appeal Board Manual of Procedure(“TBMP”) § 533 and 707.02, Registrantmoves the

Board to strike a Notice of Reliance submitted by Petitioner Netrack, Inc. Specifically,

Registrantmoves the Board to strike Petitioner’sNotice of Reliancefiled October 14, 2008

(ESTTA 242652) (hereinafter, “Notice of Reliance”) to the extent it notices reliance on

Petitioner’s testimony Exhibits H, and J through Y.’ By the subject Notice of Reliance,

Petitionerattemptsto improperlymakeof recordthe following categoriesof items that are not

printed publications pursuant to Rule2.122(e) and not otherwise admissible: (1) Internet

printouts; and (2) documents from a private databaseprovider not consisting of printed

publicationsavailableto thegeneralpublic or librariesof generalcirculation.

Petitionermadeseven(7) filings entitled“Notice of Reliance”on October14, 2008. This Motion to Strike is
specificallydirectedat ESTIA TrackingNo. ESITA 242652.
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A. The InternetPrintouts SubmittedUnder Petitioner’sNotice of Relianceas
Exhibits H and K ThroughY are InadmissibleUnderRule2.122(e)Because
TheyareNot PrintedPublications

At Exhibits H andK throughY, PetitionersubmittedInternetprintoutswith its Notice of

Reliance citing to Rule2.122(e)of the Trademark Rules of Practice, which provides that

“[p]rinted publications,suchasbooksandperiodicals,availableto the generalpublic in libraries

or of generalcirculation amongmembersof the public or that segmentof the public which is

relevantunderan issuein a proceeding. . . may be offered into evidence by filinga notice of

relianceon the materialbeingoffered.” C.F.R. § 2.122(e).

The Boardhasrepeatedlyruled that Internetwebsiteprintoutsarenot admissiblethrough

a Notice of Reliance. See Michael S. Sachs,Inc. v. Cordon Art, B. V., 56 U.S.P.Q.2d1132

(T.T.A.B. 2000)(explainingthat an Internetprintout showing427 individuals with the surname

“Escher” could not be introduced by a Notice of Reliance); CSX IF, Inc. v. Greenbriar,

Opposition.No. 109,424,2000 WL 1279498,*1 (T.T.A.B. Aug. 25, 2000) (explainingthat it is

well-settledthat Internetprintouts are not admissibleunderRule2.122(e)becausethey are not

consideredprinted publications); Food-Tek, Inc. v. Rhodia, Inc., Opposition. No. 99,676,

CancellationNo. 24,523, 1999 WL 1004645 (T.T.A.B. Nov. 3, 1999) (stating that Internet

printout of association newsletter would not be acceptedunder a Notice of Reliance);

Smith Kline Beecham corp. v. Xechem, Inc., Opposition No. 102,846, 1998 WL 887254

(T.T.A.B. Dec. 18, 1998) (refusing to consider Internet printouts under a Notice of Reliance

becausethey are not printedpublications);Raccioppiv. ApogeeInc., 47 U.S.P.Q.2d1368, 1370

(T.T.A.B. 1998) (explaining that “the element of self-authenticationwhich is essential to

qualificationunderRule2.122(e)cannotbepresumedto be capableof beingsatisfiedby Internet

printouts”; permitting introduction of printouts only for purposesof summaryjudgmentwhen

introducedthroughdeclarationof attorneywho accessedthewebsiteandprintedthedocuments).

The documentsPetitionerseeksto have admittedunder its Exhibits H, and K throughY of its

Notice of Relianceare Internet printouts, and thereforeare not admissibleunder a Notice of

Reliance.

2 REGISTRANT’S MOTION TO STRIKE
PETITIONER’S NOTICE OF RELIANCE

90038063.1



B. Separately,the Printoutat Exhibit J of the Notice of RelianceIs Inadmissible
UnderRule2.122(e)BecauseIt DoesNot Meet theRequirementsof a Printed
Publication.

At Exhibit J to its Notice of Reliance,Petitionersubmitteda printout entitledin theupper

left-handcorner“SAEGIS Full Text Record”;however,this printout is not the official recordof

a public office or agencyand doesnot meetthe requirementof “[p]rinted publications,such as

booksandperiodicals.” To be admissibleas such, “printed publications”mustbe “available to

the generalpublic in libraries or of generalcirculation amongmembersof the public or that

segmentof the public which is relevantunderan issue.” 37 C.F.R. 2.122(e). Exhibit J to the

Notice of Relianceis a printout from a private databaseproviderwhich extractsor synthesizes

the contentsof other documents. Such documentshavebeenheld inadmissibleby the Board.

RicelandFoodsInc. v. PacificEasternTradingCorp., 26 U.S.P.Q.2d 1883, 1884 n.3 (T.T.A.B.

1993) (finding trademarksearchreport inadmissible);R.i ReynoldsTobaccoCo. v. Brown &

Williamson TobaccoCorp.,226 U.S.P.Q.169, 174-75(T.T.A.B. 1985) (printoutsfrom databases

which themselvescompriseabstractsor synthesesof publisheddocumentsunlike the actualtext

of documentsare hearsay). Becausethis documentis not admissibleundera Notice of Reliance

and has not been madeof record by any other acceptablemeans,it must be strickenby the

Board.

C. The Fact that RegistrantProducedthe Subject DocumentsPursuantto
DocumentRequestsDoesNot Make SuchDocumentsAdmissible.

There is no provision in the TrademarkRulesby which a party may notice relianceon

documentsthatwereproducedby an adverseparty in responseto a documentproductionrequest.

Documentsproducedin discoverymaybemadeof recordby a noticeof relianceto the extent(if

any) that the documentshappento be printed publicationsor official records. See 37 C.F.R. §

2.120(j)(3)(ii). Contrary to Petitioner’s statement, such documents are not “effectively

authenticated,”(see Notice of Reliance at 1), merely becausethey have been producedby

Registrantin responseto a requestfor production. See37 C.F.R. § 2.120(j)(3)(ii).
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D. Petitioner’sAttemptedRelianceon an InterrogatoryAnswer for Admission
of Exhibits H, and3 ThroughY Is Improper.

In the openingparagraphof its Notice of Reliance,Petitioner refers to an answerto

“InterrogatoryNo 9 of Petitioner’sFirst Setof Interrogatoriesto Registrant”as a purportedbasis

for the Notice of Reliance. (SeeNotice of Relianceat 1.) A party seekingto noticerelianceon

documentspurportedly producedin responseto an interrogatorymust follow the following

procedure: (1) specify in the notice of reliance and make of record a copy of the particular

interrogatory;(2) indicategenerallythe relevanceof the documents;and (3) identify with some

degreeof particularity,thenatureof eachof thedocuments.SeeM-Teklnc. v. CVP SystemsInc.,

17 U.S.P.Q.2d 1070, 1073 (T.T.A.B. 1990) (noticeof reliancefailed to indicatethat documents

were being introducedunderRule 2.120(j)(3)(i) by specifyingand making of recorda copy of

the particular interrogatoriesto which eachdocumentwas provided in lieu of an interrogatory

answer).

Here, Registrantdid not providedocumentsin responseto the questionin any particular

interrogatory, with the result that Registranthas not identified or authenticatedany of the

materialsat Exhibits H, and J throughY. Nonetheless,to supportadmissionof theseotherwise

inadmissibledocuments(see SectionsA & B supra),Petitionerhas attemptedto rely upon a

highly generalized“catch-all” interrogatory that is not targetedany specific subject matter.

Interrogatory No. 9 is directed to “all documentsconsulted, referred to or relied on by

Registrant.” The text of Petitioner’sInterrogatoryNo. 9 and Registrant’sresponseareprovided

below:2

***

INTERROGATORYNO.9:

Identify all documentsconsulted,referredto or relied on by Registrantin

respondingto the foregoinginterrogatories.

2 Petitionerhasfiled its Notice of Reliancewith respectto InterrogatoryNo. 9 underits Notice of Reliancedated
October15, 2008.
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RESPONSETO INTERROGATORYNO.9:

Registrantobjects to this Interrogatoryto the extent it seeksinformation

protected by the attorney-client privilege, attorney work-product or that is

otherwiseprotectedfrom disclosure,and/or that is confidential and proprietary

businessinformation. Subjectto this objection and the GeneralObjections,and

pursuantto FRCP 33(d) Registrant, refers Petitioner to DocumentNos. NET

00001 throughNET 00310,and otherdocumentswhich will be producedsubject

to entryof an appropriateProtectiveOrder.

Here, Petitionerhas failed to meet the requirementsof TrademarkRule 2.120(j)(3)(i),

becauseit hasnot specifiedandmadeof recorda copy of the particularinterrogatoriesto which

eachdocumentwasprovidedin lieu of an interrogatoryanswer. In fact, Petitionerhasno way to

makea recordcopyof theparticularinterrogatoryto which eachof Exhibits H - Y wasprovided,

becauseRegistrantdid not specify any particularinterrogatoryto which any of DocumentNos.

NET 00001 throughNET 00310wereresponsive.

Registrant’s responseto Interrogatory No. 9 provides no more than a broad group

referenceto documents“consulted,referredto, or relied on” underDocumentNos. NET 00001

through NET 00310. Moreover, Petitioner’sExhibits H through Y attachedto the Notice of

Reliancecompriseonly a small portionof DocumentNos. NET 00001 throughNET 00310. Due

to this lack of relationshipto any particularinterrogatorytopic, it cannotbe determinedwhether

or not anyparticulardocumentin DocumentNos. NET 00001 throughNET 00310comprisesan

answeror indicateslack of relevantinformation in regardto any specific interrogatorytopic of

Petitioner. Furthermore,given that Petitionerhas improperly attempteda Notice of Reliance

basedon a largenumberof “registrant-produced”documentswithout relevanceto anyparticular

interrogatory,Registranthasno basis for introductionof any of its other interrogatoryanswers

which theBoardshouldconsiderto clarify the contextof the proponent’sevidence. SeeHoliday

Inns, Inc. v. Monolith Enterprises,212 U.S.P.Q.949 (TTAB 1981) (requiring each clarifying
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responseto be pin-pointed and explained in relation to the responsesintroduced by the

proponent).

Absenta specific tie to a specific interrogatoryanswer,the properway for Petitionerto

identify and authenticatePetitioner’sExhibits H — Y would be througha testimonialdeposition

pursuantto TrademarkRule 2.123 or 2.124. Only in the context of a depositionwould the

materialbe properlyidentified andauthenticatedby a competentwitness. Furthermore,Exhibits

H, and J — Y lack anybasisfor self-authenticationpursuantto TrademarkRule 2.122(e). As a

result,Petitioner’sExhibits H, andJ throughY shouldnot be consideredby the Board asrecord

evidencein this case.

E. RegistrantBearstheBurdenof ShowingAdmissibility

To the extentthereis any doubtconcerningthe admissibilityof the documentsPetitioner

submittedin connectionwith its Notice of Reliance,Petitioner,as the offering party, bearsthe

burden of showing that the documentsare admissible. Cf GlamoreneProds. Corp. v. Earl

GrissmerCo., 203 U.S.P.Q.1090, 1092 n.5 (T.T.A.B. 1979).
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II. CONCLUSION

For theforgoing reasons,Registrantrequeststhat the Board strike Petitioner’sNotice of

Reliance filed October 14, 2008 under ESTTA Tracking No. ESTTA 242652 and the

accompanyingdocumentsattachedas Exhibit H, andJ throughY thereto.

Respectfullysubmitted,

MANATT, PHELPS& PHILLIPS, LLP

Dated: November6, 2008 By:

______________________________

SusanE. Hollander,Esq.
Britt L. Anderson,Esq.
Manatt,Phelps& Phillips, LLP
1001 PageMiii Road,Bldg. 2
Palo Alto, CA 94304

Attorneysfor Registrant
InternetFX Inc.
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CERTIFICATE OF SERVICE

1 hereby certify that the foregoing REGISTRANT’S MOTION TO STRIKE

PETITIONER’S NOTICE OF RELIANCE FILED OCTOBER 14, 2008 AND EXHIBITS

THERETO(ESTTA NO. 242652)hasbeenserveduponthe Petitionerby depositingit with the

United StatesPostal Serviceas first classmail, postageprepaid,in a sealedenvelopeaddressed

to:

Carl Oppedahi,Esq.
OppedahiPatentLaw Firm, LLC
P. 0. Box4850
Frisco,CO 80443-4850

on this 6th dayof November,2008.

_rc_c (1 LIz
Linda Allen

CERTIFICATEOF SERVICE
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